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FIRST OFFICE ACTION 
(For PCT Application Entering the National Phase) 

The applicant has filed a request for substantive examination on (day/month/year) . The 

examiner has carried out substantive examination on the above mentioned patent application for 
invention in accordance with the provisions of Article 35(1) of the Chinese Patent Law. 
□ The Patent Office has decided to carry out a substantive examination on the above mentioned 

patent application for invention in accordance with the provisions of Article 35(2) of the Chinese 

Patent Law. 

2. ^1 The applicant claimed: 

The filing date 2002.9.26 in the Japan Patent Office as the priority date, 
The filing date 2003.7.30 in the Japan Patent Office as the priority date, and 
The filing date in the Patent Office as the priority date. 

3. |Z]The following amended document(s) submitted by the applicant is (are) unacceptable, as the 

document(s) is(are) not in conformity with the provisions of Article 33 of the Chinese Patent Law: 
□The Chinese translation of the annexes of the International Preliminary Examination Report, 
□The Chinese translation of the amendment submitted under Article 19 of the Patent Cooperation Treaty, 
□The Chinese translation of the amendment submitted under Article 28 or 41 of the Patent Cooperation Treaty, 
□The amendment submitted in accordance with Rule 51 of the Implementing Regulations of the Chinese Patent 
Law. 

The detailed reasons for the amendments being unacceptable is described in the text of this office action. 

4. [Z]The examination was carried out based on the Chinese translation of the international application as 

originally filed. 

The examination was carried out on the basis of the following application documents: 
£3 The description 

Pages 1-21 the Chinese translation of the international application as originally filed; 

Pages , the Chinese translation of the annexes of the International Preliminary Examination 

Report; 

06-5-24 



Pages , the Chinese translation of the amendment submitted under Article 28 or 41 of the Patent 

Cooperation Treaty; 

Pages , amendment submitted according to Rule 51 of the Implementing 

Regulations of the Chinese Patent Law. 

El The claims 

Nos. 1-7 the Chinese translation of the international application as originally filed; 

Nos. , the Chinese translation of the amendment submitted under Article 19 of the Patent 

Cooperation Treaty. 

Nos. Jhe Chinese translation of the annexes of the International Preliminary 

Examination Report; 

Nos. , the Chinese translation of the amendment submitted under Article 28 or 41 of the Patent 

Cooperation Treaty; 

Nos. >. amendment submitted according to Rule 51 of the Implementing Regulations of the Chinese 

Patent Law. 

E The drawings 

Pages 1-3 , the Chinese translation of the international application as originally filed; 

Pages ,the Chinese translation of the annexes of the International Preliminary 

Examination Report; 

Pages x the Chinese translation of the amendment submitted under Article 28 or 41 of the Patent 

Cooperation Treaty; 

Pages , amendment submitted according to Rule 51 of the Implementing Regulations of the Chinese 

Patent Law. 

The drawings of the abstract: filed on April 20, 2005. 



5.^ The following reference documents have been cited in this office action(their serial numbers will 
be referred to in the ensuing examination procedure): 



Serial No. 


Reference document( Number or Title) 


Publication Date 
(or Filing date of interference patent 
applications) 
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CN1366555A 


28 day 08 month 2002 year 


2 




day month year 


3 




day month year 
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day month year 



6. The result of the examination is as follows: 
□ Description: 

□ The subject matter of the application falls into the scope on which no patent right shall be granted as 

provided by Article 5 of the Chinese Patent Law. 

□ The description is not in conformity with the provisions of Article 26(3) of the Chinese Patent Law. 

□ The description is not in conformity with the provisions of Rulel8 or 19 of the Implementing 

Regulations of the Chinese Patent Law. 

(21 Claims: 

□ Claim falls into the scope within which no patent right shall be granted as provided by 

Article 25 of the Chinese Patent Law 
S Claim 1.3-6 does not possess novelty as provided by Article 22(2) of the Chinese Patent Law. 
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13 Claim 2 docs not possess inventiveness as provided by Article 22(3) of the Chinese Patent 

Law. 

□ Claim does not possess practical applicability as provided by Article 22(4) of the Chinese 

Patent Law. 

g| Claim 1. 5 i s not in conformity with the provisions of Article 26(4) of the Chinese Patent Law. 

□ Claim is not in conformity with the provisions of Article 31(1) of the Chinese Patent Law. 

^ Claim 1, 3-6 is not in conformity with the provisions of Rule 20 of the Implementing 

Regulations of the Chinese Patent Law. 
Q Claim is not in conformity with the provisions of Rule 21 of the Implementing Regulations of 

the Chinese Patent Law. 

□ Claim . is not in conformity with the provisions of Rule 23 of the Implementing Regulations of 

the Chinese Patent Law. 

□ Claim is not in conformity with the provisions of Article 9 of the Chinese Patent Law. 

□ Claim is not in conformity with the provisions of Rule 12(1) of the Implementing Regulations 

of the Chinese Patent Law. 

□ 

The detail analysis for above conclusive opinion is described in the text of this office action. 

7. On the basis of the above conclusive opinion, the examiner holds that: 

[ |The applicant should make amendments as required in the text of this office action. 

^The applicant should provide reasons for that the above mentioned patent application can be granted the patent 
right, and make amendments to the specification which is not in conformity with the provisions as described in 
text of this office action; otherwise the patent right shall not be granted. 

QThe patent application does not possess any substantive patentable contents, if the applicant fails to provide 
reasons or the reasons provided are not sufficient, this application will be rejected. 

□ 

8. Q The applicant's attention is drawn to the following matters: 

(1) In accordance with the provisions of Article 37 of the Chinese Patent Law, the applicant shall 
submit a response within four months from the receipt of this office action. If the applicant 
fails to meet the time limit without any justified reason, the application shall be deemed to be 
withdrawn. 

(2) The amendment made by the applicant shall be in conformity with the provisions of Article 33 
of the Chinese Patent Law. The amended documents shall be submitted in duplicate and in the 
format required by the relevant provisions of the Examination Guideline. 

(3) The applicant's response and/or amended documents shall be mailed or submitted to the 
Receiving Department of the Chinese Patent Office. Documents which are not mailed or 
submitted to the Receiving Department do not possess legal effect. 

(4) The applicant and/or his (its) agent shall not come to the Chinese Patent Office for interview 
with the examiner without an appointment. 

9. The text of this office action consists of a total of 3 sheets, and is accompanied by the following annexes: 
£3 A copy of cited reference documents consisting of 1 set(s) and 20 sheet(s). 
□ 

The Examination Department The Seal of the Examiner: Limin PANG 
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Text Portion of the First Office Action 

The present application relates to a hot-rolled wire rod excelling in wire drawability 
and enabling avoiding heat treatment before wire drawing. Upon examination, the 
examiner provides the following comments: 

1 . Claim 1 seeks to protect a hot-rolled wire rod excelling in wire drawability and 
enabling avoiding heat treatment before wire drawing. Dl (CN1 366555 A) (see, 
Sample No. I in Table 1 on page 8 and Table 2 on page 10 of the specification) 
discloses a hot-rolled steel wire rod comprising 0.82% by weight of C, 0.25% by 
weight of Si, 0.74% by weight of Mn, 0.010% by weight of P, 0.010% by weight 
of S, 0.026% by weight of Al, 0.004% by weight of N, 0.0007% by weight of O, 
and 0.17% by weight of Cr, and the area ratio of pearlite structure is 90%. The 
description about the components of the wire rod in said Claim 1 uses an open 
type, therefore, the wire rod components and structures of Claim 1 are completely 
disclosed by the abovementioned solution of Dl. Furthermore, the diameter is 
more than 5mm in the abovementioned solution of Dl. Though Claim 1 also 
describes the mechanical properties of said wire rod with 4 m in length, but these 
performance parameters cannot be compared with the prior art which is Dl, and 
there are no evidences showing that these performance parameters make said wire 
rod of Claim 1 different from that of Dl. Therefore, Claim 1 does not possess the 
novelty specified by Art. 22(2) of the Chinese Patent Law. (Moreover, the novelty 
of Claim 1 is affected by Samples Nos. C, D, F, and J-N in Table 1 on page 8 and 
in Table 2 on page 10 of the specification of Dl; the inventive steel Nos. 18-26, 
29-33, 38, and 39, and control steel Nos. 40-44 in Tables 5 and 6 on pages 19 and 
20 of specification of CN1 126501 A. The reasons are similar as above.) 

(Note: The following is a quotation of Art. 22(2) of the Chinese Patent Law: 
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No. 038226014 

Novelty means that, before the date of filing, no identical invention or utility 
model has been publicly disclosed in publications in the country or abroad or has 
been publicly used or made known to the public by any other means in the country, 
nor has any other person filed previously with the Patent Administration 
Department Under the State Council an application which described the identical 
invention or utility model and was published after the said date of filing.) 

2. Claim 2 further defines the average diameter of nodules in said pearlite structure 
in claim 1. However, the smaller particle diameter of the pearlite is, the more 
toughness strength and the better drawability of the wire rod can be obtained, 
which is well known by a person skilled in the art, thus, it is easy for a person 
skilled in the art to expect that the diameter of nodules in the pearlite structure is 
made as small as possible by the existing relative processes, thereby the 
drawability of the wire rod being improved. Therefore, combined with the 
abovementioned comment about Claim 1 , Claim 2 does not possess inventiveness 
specified by Art. 22(3) of the Chinese Patent Law. 

(Note: The following is a quotation of Art. 22(3) of the Chinese Patent Law: 

Inventiveness means that, as compared with the technology existing before the 
date of filing, the invention has prominent substantive features and represents a 
notable progress....) 

3. Claim 3 further defines Claim 1, but the additional technical feature thereof, that 
is "Cr: 0.3% or less", is also disclosed in Sample No. I of Dl. Thus, combined 
with the abovementioned comment about Claim 1, Claim 3 does not possess the 
novelty specified by Art. 22(2) of the Chinese Patent Law, either. (Moreover, the 
novelty of Claim 3 may be affected by the inventive steel Nos. 20-23, 25, 26, 29, 
31, 38, and 39, and control steel Nos. 41-44 in Tables 5 and 6 on pages 19 and 20 
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No. 038226014 

of specification of CN1 126501 A. The reasons are similar as above.) 

4. Claim 4 seeks to protect a hot-rolled wire rod. Dl also discloses a hot-rolled wire 
rod (see, the Sample No. N in Table 1 on page 8 and Table 2 on page 10 of the 
specification), which comprises 0.82% by weight of C, 0.20% by weight of Si, 
0.74% by weight of Mn, 0.006% by weight of P, 0.004% by weight of S, 0.030% 
by weight of Al, 0.007% by weight of N, 0.0007% by weight of O, and 0.05% by 
weight of Nb, and the area ratio of pearlite structure is 90%. The description about 
the components of the wire rod in the Claim l(sic) uses an open type, therefore, 
the wire rod components and structures of Claim 4 are completely disclosed by 
the abovementioned solution of Dl. Furthermore, the diameter is more than 5mm 
in the abovementioned solution of Dl. Though Claim 4 also describes the 
mechanical properties of said wire rod with 4 m in length, but these performance 
parameters cannot be compared with the prior art which is Dl, and there are no 
evidences showing that these performance parameters make said wire rod of 
Claim 4 different from that of Dl. Therefore, Claim 4 does not possess the novelty 
specified by Art. 22(2) of the Chinese Patent Law. 

5. Claim 5 further defines Claim 1, but the additional technical feature thereof, that 
is "N is controlled to 0.01% or less", is also disclosed in Sample No. I of Dl. Thus, 
combined with the abovementioned comment about Claim 1, Claim 5 does not 
possess the novelty specified by Art. 22(2) of the Chinese Patent Law, either. 
(Moreover, the novelty of Claim 5 may be affected by Samples Nos. C, D, F, and 
I-N in Table 1 on page 8 and in Table 2 on page 10 of the specification of Dl. The 
reasons are similar as above.) 

6. Claim 6 further defines Claim 1, but the additional technical feature thereof, that 
is "Al: 0.05% or less", is also disclosed in Sample I of Dl. Thus, combined with 
the abovementioned comment about Claim 1 , Claim 3 (sic) does not possess the 
novelty specified by Art. 22(2) of the Chinese Patent Law, either. (Moreover, the 
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novelty of Claim 6 may be affected by Samples Nos. D, F, and J-N in Table 1 on 
page 8 and in Table 2 on page 10 of the specification of Dl; and the inventive 
steel Nos. 18-26, 29-33, 38, amd 39, and control steel Nos. 40-44 in Tables 5 and 
6 on pages 19 and 20 of specification of CN1 126501 A. The reasons are similar as 
above.) 

7. Claim 1 is not supported by the specification, thereby does not comply with Art. 

26(4) of the Chinese Patent Law. 

The subject in Claim 1 describes "a hot-rolled wire rod", only C and the like alloy 
elements are described in the components thereof, and it does not describe Fe 
element. Therefore, it can be understood depending on the content of Claim 1 
solely that the wire rod is of any material. However, all the content of 
specification describe "steel wire rod" only, therefore, Claim 1 is not supported by 
the specification. 

(Note: The following is a quotation of Art, 26(4) of the Chinese Patent Law: 

The claims shall be supported by the description and shall state extent of the 
patent protection asked for) 

8. There are the following defects in Claims 1, 3-5 which cause the protect scopes 

thereof unclear or non-concise, thereby do not meet the provision of Rule 20(1) of 

the Implementing Regulations of the Chinese Patent Law. 

Parentheses appear in "(mass%, the followings are same)" in Claim 1 ; 

Parentheses appear in "(excluding zero)" in Claim 3 and 4, respectively; 

The expression "further" in Claims 5 and 6 should be amended as "further 

comprises" or other appropriately expression. 

The expression "N is controlled to 0.01% or less" appears in Claims 5 which does 
not define including 0% or not. Since "(excluding zero)" are annotated for "or 
less" which is described in the above Claims, it is easy to apprehend that 0% is 
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No. 038226014 

contained in the value range of Claim 5. However, when N is 0%, the protect 
scope of Claim 5 is completely the same as Claim 1 , resulting in the protect scope 
of Claim 5 is non-concise. 

(Note: The following is a quotation of Rule 20(1) of the Implementing Regulations 
of the Chinese Patent Law: 

The claims shall define clearly and concisely the matter for which protection is 
sought in terms of the technical features of the invention or utility model) 

9. Since the protect scope of Claim 5 when the content of N is 0% is completely the 
same as Claim 1 , therefore, Claim 5 does not possess the novelty specified by Art. 
22(2) of the Chinese Patent Law, either. (The reason is same as the comment about 
Claim 1.) 

Based on the above reasons, the present application cannot be granted as is. The 
applicant should make a response within the time limit appointed in this Notification, 
and reply one by one to the comments provided in this Notification, and amend the 
application documents as necessary. Otherwise, it is difficult for the application to be 
granted. The amendments to the application documents made by the applicant should 
comply with the provisions of Article 33 of the Patent Law, i.e. any amendments 
should not go beyond the scope of disclosures contained in the initial description and 
claims. 
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